GERALD C. MANN
ATTORNEY GENERAL

OFFICE OF THE ATTORNEY GENERAL OF TEXAS
AUSTIN

Hon. Tom L. Beauchamp
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DUUL‘UUCL’J U.L DUEHU
Austin, Texas

Dear Sir: Attention of Mr, Claude

Opinion No. 0-983
Re: Under the facot

c/had been in use by him. The require-
t the length of time a trademark has
$ed is a departmental regquirement and
has been in effect in this Department for a
number of years, At the same time, we advised
¥r. Brown that we weére enclosing an epplication
form and that he could f£ill out the form in
lieu of the spplication which we were returning
to him or he could correct his application so
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as to show how long he had been using the
trademark and/or trade neame.

"On "arch 9, 1939, we wecceived a
lotter from !'arion D, Johnson, advertising
agent of Dairylend, Incorporated, of San
Antonio, Texas, advising us that she had
noticed i1 the 'San Antonlo light' of March
4 thet %W, F. Brown Daeiry had filed with thre
County Clerk of Bexar C unty a facsirile
of a nroposed trademark and traode name and
thut it contained the phrase 'The Bri~htest
Star in the !"ilky Yay', that this phrase hed
been copyrishted by Deiryland, Incorporated,
and that said t-ademark and trade name had
been filed in the Copyricht Crffice of the
Federal Government in “ashinaton, D. C,,
and that Dairrland, Incorporated had been
uging the trade ncre and traderark since
February 21, 1936, and attached to this
letter was & c¢liprins from a Fort “orth
newspaper published on Tebruary 21, 1936.
Yarion D, Johnson, on behalf of Deirvland,
Incorporoted, protested azainst this office
approving and filinz the prroposéd trude name
and trademark precentcd by Vi, I, Brown Nairy.

"On Yeroh 9, 1939, we advised Yarion D,
Johnson thet our reocords did not show that
such a trade name or trademark using the
phrase 'The PBrightest Star in the 1ilky “avt
had been aprroved and filed in this office,

"0n *arch 10, 1939, this office received
tle applicution of Telryland, Incorporated
to have registered as &« trademark 'The Brighte
est Star in the "ilky Vay', which application
1s attached hereto &néd rarked Zxhibit *'B* and
is attached to Exhibit &',

"On )arch 13, 1939, the corrected applica-~
tion of the 7, ¥, Brovn Talry was received,

vhich applicetion 1c attacked heretc and rark-
cd Exhidbit *'C*,
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*With all these facts dbefore this offioce,
it was decided that Dairyland, Incorporated
had been using this trade name and trademarik
gince Febru ry 21, 1936 and that W. X, Brown
Dairy had used it since the 2nd day of Narch,
1939, or approximately ten days before the date
we received their corrected application for
registration of the trademark. Believing that
the party having priority of use was entlitled
to have preference in the registraticn of the
trademark, we approved and filed on March 17,

1939, the application of Dairyland, Incorporated

and returned, refused, the application of W, K.
Brown Dgiry.

"We desire that you adfise us upon the
following questions:

*{1) Under the above facts, did this
office err in approiing and filing the eppli-
cation for registration of the trademerk *The:
Brightest Star in the Milky Way' by Dairyland,
Incorporated? .

"(2) If you have answered the sbove gques-
tion ‘'yes', then advise us if we are authorized
to cancel‘the registration of Deiryland, ihnﬁxu
porated.™

Articles 844, 847 and 851, Revised Civil Statutes

a3 fTollowe:

"Art. 844, Any person, firm or corpora-
tion engaged in the deirying business, or in
the distribution or sale of midk requiring the
use of bottles, may file in the office of the
county clerk of the county in which it is
expected such perscn, fiyxm or sorporation will
sell or distribute milk, a fac simile or de-
gsoription of the name or names, trade name,
mark or design used by such person, firm or
corporation for advertising purposes, and
cause such fao simile or desoription to be
published in a public newspaper published in
such county for three successive weeks, and
the eact of filing and publication shall oper-
ate to secure to such deiryman, milk dls-
tributor or milk dealer, sole and exclusive
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right to use in said ocounty or oountles, said
name or names, ‘trade name. matk or desiem,

_Art. 847, Any person, firmor corpoére-
tion engaged in the dairying business or the
sale or distribution of milk, whe-ehell -have
f{led vith the county clerk ‘of ‘the county {n"
which they may be engaged in the distri{bution
or 8dle of milk, a name or numes, trade name,
matk or desipn as herein provided, may ‘¢ause -
to be engreved, etched, blown in or impressBd
or othervise produced upon the bottlés owned
by said person, firm or corporation such nams
or nomes, trade name, mark or flesizgn, und when
such name or names, trade name, mark or design
is 8o Impvessed upon a bBottle,; such botvie
ehall bBe prima facle the proporty of the per-
son, firm or corporation which may appear upon
the record u{ the office of. the vounty tilerk
of euch tounty to oe the avnet of such hene or
nanea trede name, Merk Or design eithér as the
o_xi-ig‘ilnai ovner or transfereé, ‘a8 herein oro-

" de e

., Wart. 831, Eyery persan, msBocletigh or
union of v:orkingmen, incorporated or tntmcor-
yorated, that has ‘heretofore or-shall herafter
adopt a‘lsbel, trade viark, design, device, im-
print or form of advertisement, shall file the
same in the office of the Secretury or Stete oy
1eaving tvo fac sigile ooples, with the Secre-
tary of State, snd said Secretarv ehall return
to such person, assoeiatvion or umion mo riling
the sane, one of said fac pimide coples slong
with and ettached to a 'duly attegted certificata.
of the filings of came, for which hé shall re-
ceive u fee of one'doilar;'ﬂsuqh cervificate
of £ilin~ shall in 2ll tuite® and prevecutions -
under this clmpter be sufficient rroof of the
a‘option of such ledel, trede cark, design, de-
vice, imprint or form of adveriiserent, end:of’
the right of such person, =msuociation or unjon
to udopt the sanme. !No labol|, trede rark, de-
sinn, device, imprint or form of advérticement
shall be filed &s uforesald that would rrobdbadbly
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be mistgken for a label, trade mark, design,
device, imprint or form of advertisement al-
Teady of record. No person, or association
shall be permitted to register as a label,
trade wa¥k, design, devioce, imprint or fom

of advertisement any emblem, desigan or resen-
blance thereto that has bcea adopted or used.
by any charitable, benevolent or religlous
society or assocletion, without their oonsent.®

In the case of Dilworth vs, Hake, 64 S¥W 2nd
829, it vas held the right to the use of a trade neme
belongs to the person that first appropriated the name,

Ve quote from the case of Russ vs., Duff, 49
SW 2nd 905 as follows: |

*Triority in adoption and use of trade
names confers a superior right to the use
thereof, and, since appelles rirst used the
nane theretofore used by the corporation,
che acquired a priority to the use thereof
and the appellant could not, by the mere f{l-
ing of such arfidavit Yo do business under a
fictitious name defeats appellee's right to
continue to use such names.™ Also see Tex.
Iur-' Yol. 41. rage 383, '

We quote from Corpus Juris, Vol. 63, pages 337,
340 end 470 as follows:

"\ tradermark is acquirdad by mere adoption
and user ag such, subject to such well-established
rules a8 to what may be exclusively approyriated
as a trademark, and as to what manner of tce will
constitute the mark used a trademark. The mark
must be used 4in this country in order to acquire
a tradermark in this country.

"The one who first omploys a trademark in
connection with & particular class of goods ac-
quires a prior and cxclusive right to use it
in connection with that olass of goods, not-
withstanding the subsequent user first registers
the mark, and one not the originator or first
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user thercof is entitled onl& to the distine-
tive features added by him.

"Only the owner of a trademark has the
right to register it and the trademark, trade
narte, eynbol or dei{sn designating ownership .
of a business may be registered. Thouzh a
trade name nay be renistered, and exclusive
use thereby reserved'under a statute authoriz-
ing appropriation for use as a traderark,
any form, synmbecl ¢r name to desicnuate the
origin or ovner thereof."

In the case of Amour & Compﬁny ve., loulsville
Provision Conpany, 283 Fed., 42, and a long list of casexv
cked therein the courts have held thut regsistration does

not create a tradenark, nor is it at all essential to ite
validity.

In the case of Coékran, ¥111 & Conpany vs. A. Y.
KuhlermamConmpany, 136 Yd., €85, the court held to entitle
Plaintiff the use of trademark, or to protect plaintiff
and itc rark aszainst infringement, it was not necescary

thet the tradenark should have been recistered by plain-
tifr.

. In the case of Crgét Atlantic & Pacific Tea
Conpany vs. A. ¥ I'. Radio Store, 20 F, Supp. 703, it was
Yeld that a title to a trademaerk is independent of its
recistretion.

In %<ew of the foregolns authorities, you are
resrectfully advised that it is the cpinion or this de-
partment that your first question should be answered in
the negative. Therefore, it is not necessary to answer
your seccnd question,

“rusting that the foresoing uanswers your inquiry,
we are

Very truly yours
APPROVEDJUN 23, 1939 ATTCRITY CIMZRAL OF T]_XAS
m M Ry W“/‘“‘e‘ e

- oK irdel) Williams [ i i
A TRPTAEY GENERAL OF TEXAS Sk )

Assistant



